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Attorneys for Registrant/Applicant 
Jordi Nogues, S.L. 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
RED BULL GMBH, 
 

Petitioner/Opposer,  
 

v.  
 
JORDI NOGUES, S.L. 
 

Registrant/Applicant.  
 
 

 
Consolidated Proceeding No.: 91/221,325 

 
Cancellation No: 92/061,202 
Registration No.: 4,471,520 

Trademark: BADTORO (and Design) 
 

Opposition No.: 91/221,325 
Serial No.: 86/324,277 

Trademark: Bull Design   

 
REGISTRANT / APPLICANT JORDI NOGUES, S.L.’S 

MOTION TO RECONSIDER AMENDED SUSPENSION ORDER 

Pursuant to Federal Rule of Civil Procedure 7(b) and Trademark Rules 2.116, 2.120, 

2.126 and 2.127, Registrant / Applicant Jordi Nogues, S.L. (collectively, “Registrant”), by and 

through undersigned counsel, hereby respectfully moves the Trademark Trial and Appeal Board 

(the “Board”) to reconsider and modify its amended suspension order dated December 14, 2015 

(16 TTABVUE, the “Amended Order”). By the Amended Order, the Board changed its prior 

suspension order (13 TTABVUE, the “Original Order”). Specifically, the Original Order 
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explicitly stated that “[t]his suspension order does not toll the time for either party to respond to 

any outstanding discovery….” (13 TTABVUE at 3.) Nevertheless, with essentially no 

explanation, the Amended Order states that “the suspension of the proceeding as of November 

12, 2015, also tolls the time to respond to any outstanding discovery requests….” (16 

TTABVUE at 2.) Through the instant motion to reconsider and modify (hereinafter, the 

“Motion”), Registrant respectfully seeks reconsideration and a modification of the Amended 

Order reinstating the discovery deadlines which were pending when the Original Order was 

entered. Pursuant to 37 CFR § 2.127(a), the foregoing Motion is accompanied by, or otherwise 

embodies, the following brief of Registrant in support thereof. 

STATEMENT OF RELEVANT FACTS 

1. After receiving extensions of time for three (3) weeks to respond to Registrant’s 

first set of written discovery requests, Petitioner / Opposer Red Bull GmbH’s (collectively, 

“Petitioner”) responses were due on November, 12, 2015. (See 12 TTABVUE.) 

2. Instead of responding on November 12, 2015, Petitioner filed a motion for 

judgment on the pleadings on that same day. (See 10 TTABVUE.) 

3. More than two weeks later, the Board entered the Original Order on December 1, 

2015. (See 13 TTABVUE.) 

4. The Original Order stated that “[t]his suspension order does not toll the time for 

either party to respond to any outstanding discovery….” (13 TTABVUE at 3 (emphasis added)). 

5. Based on the applicable rules of procedure and associated case law, both 

consistent with and supported by the express language of the Original Order, Registrant filed (a) 

a motion to compel Petitioner’s discovery responses, (b) a motion to dismiss premised on 
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Petitioner’s admissions by operation of law, and (c) opposed Petitioner’s motion for judgment on 

the pleadings. (11, 12, 14, and 15 TTABVUE.) 

6. Circa December 8, 2015, via ex parte communication, Petitioner requested “a 

brief telephone conference to discuss this proceeding….” (See email correspondence dated 

December 8-10, 2015, attached hereto as Exhibit “A”.)  

7. After Petitioner refused to disclose what the “conference” or “hearing” was about, 

what would be discussed therein, and what authority would be relied on, Registrant raised 

specific concerns with the Board regarding the substance of the hearing in an effort to ensure that 

Registrant could adequately prepare to defend its positions during the same. (See id.) 

8. Premised on assurances that due process would be provided, the hearing was held 

on December 11, 2015. (See id.) 

9. During the hearing, substantive issues fully addressed in Registrant’s (a) motion 

to compel Petitioner’s discovery responses, (b) motion to dismiss premised on Petitioner’s 

admissions by operation of law, and (c) opposition to Petitioner’s motion for judgment on the 

pleadings were discussed at length. 

10. Moreover, without the presentation of any written arguments or any authority 

whatsoever, Petitioner represented that the Original Order should have triggered an automatic 

and retroactive stay tolling the time for Petitioner’s now long overdue discovery responses. 

11. Apparently taking Petitioner at its word, any without any additional briefing or 

authority, the Board entered the Amended Order reversing course and—notwithstanding the 

express language to the contrary in the Original Order—retroactively tolling the time for 

Petitioner’s discovery responses. (16 TTABVUE at 2.) 
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12. By the instant Motion, Registrant respectfully seeks a modification of the 

Amended Order reinstating the discovery deadlines which were pending when the Original Order 

was entered. 

ARGUMENT 

TBMP Sections 502.04 and 518 and Trademark Rule 2.127(a) – (b) permit any party that 

is dissatisfied with a decision to seek review thereof by the same interlocutory attorney. Pursuant 

to the foregoing, Registrant hereby respectfully requests reconsideration and modification of the 

Amended Order reinstating the discovery deadlines which were pending when the Original Order 

was entered. 

I. Registrant was Denied Due Process During the December 11, 2015 Hearing 

At the outset, “[d]ue process standards guide and limit the acts and proceedings of agency 

tribunals.” See, e.g., Super Bakery Inc. v. Benedict, 665 F.3d 1263 (Fed. Cir. 2011) (“an 

individual is entitled to fair and adequate notice of administrative proceedings that will affect his 

or her rights, in order that he or she may have an opportunity to defend his or her position”). 

To this end, Registrant notes that it had grave concerns about participating in the 

December 11, 2015 hearing without the opportunity to be fully informed about the issues, 

arguments and authorities that would be discussed therein. (See Ex. A.) Unfortunately, 

Registrant’s concerns were ultimately realized. Specifically, in addition to a protracted 

discussion regarding the merits of various issues fully briefed in motions pending before the 

Board (which was not supposed to occur, see Ex. A), it turns out that the clandestine but central 

thrust of Petitioner’s position was that the Board’s Original Order was somehow at odds with the 

plain language of Trademark Rule 2.127. In effect, during the hearing, Petitioner asserted—for 
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the first time and without any supporting authority—that Trademark Rules 2.120 and 2.127 

establish a “bright line rule”: potentially dispositive motions automatically stay any and all case 

matters until the motion is resolved while non-dispositive motions leave discovery obligations 

pending. In view of this supposed bright line or automatic rule, Petitioner suggested that the 

Board’s Original Order was flatly mistaken—that because Petitioner’s motion for judgment on 

the pleadings is potentially dispositive of at least some issue, Trademark Rule 2.127 results in an 

automatic stay of any and all consolidated case matters, including Petitioner’s discovery 

obligations which were pending when the motion for judgment on the pleadings was filed. 

Unfortunately, this simple and straightforward issue (and the corresponding Trademark 

Rules) was never articulated to Registrant and Registrant had no opportunity to meaningfully 

prepare to discuss this issue in advance of the December 11, 2015 hearing. Indeed, 

notwithstanding repeated efforts to ascertain the issue to be discussed during the conference and 

associated authority, Registrant never had notice of Petitioner’s position on the distinction 

between Trademark Rules 2.120 and 2.127 or any authority supporting the same. (See Ex. A.) It 

was only during the conference that Registrant first learned of Petitioner’s position. 

Having been denied due process, Registrant now brings the instant Motion seeking 

reconsideration in view of the legal standards discussed more fully below, which would have 

been raised during the hearing had Registrant been given the opportunity to prepare. See, e.g., 

Super Bakery Inc. v. Benedict, 665 F.3d 1263 (Fed. Cir. 2011) (“an individual is entitled to fair 

and adequate notice of administrative proceedings that will affect his or her rights, in order that 

he or she may have an opportunity to defend his or her position”). 
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II. Petitioner’s Suggested “Bright Line” Rule Does Not Exist and Is, Instead, 
Contradicted By the TBMP and Associated Case Law 

As it turns out, now having had an opportunity to review Trademark Rules 2.120 and 

2.127 in more detail—an opportunity Registrant was deprived of before the hearing—it is clear 

that Trademark Rules 2.120 and 2.127 do not establish the bright line or automatic rule that 

Petitioner suggested during the hearing. For this reasons, Registrant has respectfully brought the 

instant Motion to apprise the Board of additional helpful information and authority. Specifically, 

both Rules provide the following nearly identical language: 

Rule 2.120: “When a party files a [non-dispositive] motion … the case will be suspended 
by the Board with respect to all matters not germane to the motion. After the motion is 
filed and served, no party should file any paper that is not germane to the motion, except 
as otherwise specified in the Board’s suspension order.” 
  
Rule 2.127: “When a party files a [dispositive or potentially dispositive] motion … the 
case will be suspended by the … Board with respect to all matters not germane to the 
motion, and no party should file any paper that is not germane to the motion except as 
otherwise specified in the Board’s suspension order.” 
  

See 37 C.F.R. §§ 2.120 and 2.127 (emphases added). While it is true that Rule 2.120 goes on to 

state that no “additional discovery” should be served during the period of suspension and notes 

that suspension does “not toll the time for a party to comply with any … outstanding discovery 

requests,” this additional language in Rule 2.120 does not foreclose a similar outcome under 

Rule 2.127. Indeed, far from creating a bright line or automatic rule, Rule 2.127 is simply silent 

on the issue of pending discovery obligations. See 37 C.F.R. § 2.127 

To this end, Registrant submits that the question of how pending discovery requests are 

treated when a potentially dispositive motion is filed remains open and subject to Board 

discretion. To this end, and directly on point, TBMP 510.03(a) recognizes that, under Rule 

2.127, “[t]he filing of … a potentially dispositive motion does not, in and of itself, operate to 
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suspend a case; until the Board issues its suspension order, all times continue to run.” (all 

emphases added.) Moreover, there is no bright line rule; instead, TBMP 510.03(a) specifically 

states that, “[o]n a case-by-case basis, the Board may find that the filing of a potentially 

dispositive motion provides a party with good cause for not complying with an otherwise 

outstanding obligation, for example, responding to discovery requests.” (emphasis added.) In 

short, as explicitly stated in the TBMP, the “bright line” or automatic rule suggested by 

Petitioner during the December 11, 2015 hearing simply does not exist. Instead, the Board is to 

make a determination on a case-by-case basis. 

For example, in Super Bakery Inc. v. Benedict, 96 USPQ 2d 1134, 1136 (TTAB 2010), 

clarified, 665 F.3d 1263 (Fed. Cir. 2011), the Board held that the filing of a motion for summary 

judgment one day before Board ordered discovery responses were due, and prior to issuance of a 

Board suspension order, did not establish good cause for failure to comply with discovery 

obligations. Similarly, in this case, while Petitioner’s discovery responses had not been ordered 

by the Board, there can be no dispute that Petitioner waited until the very day its discovery 

responses were due to file the motion for judgment on the pleadings, which incidentally could 

have been filed nearly seven (7) months earlier. Moreover, Petitioner did so only after waiting 

until it received Registrant’s discovery responses. Furthermore, Petitioner allowed its discovery 

deadline to lapse prior to issuance of a Board suspension order. In short, akin to Super Bakery, 

Petitioner has not established good cause for its failure to comply with its pending discovery 

obligations. Indeed, Petitioner has not even attempted to make any “good cause” showing 

whatsoever. This is particularly true in view of the explicit statement in TBMP 510.03(a): “[t]he 
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filing of … a potentially dispositive motion does not, in and of itself, operate to suspend a case; 

until the Board issues its suspension order, all times continue to run.” (emphasis added). 

Notably, the circumstances before the Board are further exacerbated by the Board’s 

Original Order. Specifically, even if Trademark Rules 2.120 and 2.127 created the bright line 

rule which Petitioner suggests (which they do not), the Board has the discretion to modify the 

“default” strictures of these Rules. See 37 C.F.R. §§ 2.120 and 2.127 (“except as otherwise 

specified in the Board’s suspension order…”). In this case, not only does the “bright line” rule 

suggested by the Petitioner not exist, any such bright line rule was explicitly contradicted by the 

Board’s Original Order. Indeed, it cannot be disputed that the Board’s Original Order explicitly 

stated, in no uncertain terms, that “[t]his order does not toll the time for either party to respond to 

any outstanding discovery ….” (13 TTABVUE at 2.) Simply put, the Board’s Original Order 

made it clear that Petitioner’s pending discovery obligations remained outstanding. And 

Registrant relied on that order incurring substantial time and expense to respond accordingly (see 

Facts, supra, at ¶ 5) while Petitioner continued to ignore its discovery obligations contrary to the 

express language of the Board’s Original Order. Petitioner should not now retroactively get the 

benefit of willfully ignoring the Board’s Original Order merely because the Original Order was 

apparently a “mistake,” particularly where Rule 2.127 does not firmly establish that any mistake 

ever occurred. Put otherwise, it is unfair to Registrant to simply change the Original Order after-

the-fact, which Original Order Registrant relied upon, particularly where the Original Order was 

facially fully consistent with Rule 2.127 and a motion to compel had already been filed. To hold 

otherwise would be punitive: Registrant would be punished for following the Original Order 

while Petitioner’s willful conduct in derogation of the Original Order would be legitimized.   
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Notably, had Registrant had the opportunity to prepare adequately for the December 11, 

2015 hearing, the foregoing issues could have been addressed in full at the hearing. Nevertheless, 

being deprived of that opportunity up front, Registrant now deems it prudent to advise the Board, 

in writing, of its position. See, e.g., Super Bakery Inc. v. Benedict, 665 F.3d 1263 (Fed. Cir. 

2011) (“an individual is entitled to fair and adequate notice of administrative proceedings that 

will affect his or her rights, in order that he or she may have an opportunity to defend his or her 

position”). 

Finally, Registrant again takes this opportunity to note that Petitioner’s motion for 

judgment on the pleadings is only, at best, potentially dispositive of the opposition proceeding, 

not the cancelation proceeding. As such, since Petitioner has not even filed a motion which will 

potentially dispose of the cancelation proceeding, Rule 2.127 has not even been triggered but for 

consolidation, which does not strip the two matters of their unique status and character. To this 

end, Petitioner lacks any good cause showing whatsoever for its refusal to respond to discovery 

in the cancelation proceeding.  

CONCLUSION 

In view of the foregoing, Registrant respectfully requests reconsideration of the Board’s 

Amended Order (16 TTABVUE). Specifically, Petitioner’s discovery obligations should not be 

tolled under the circumstances of this case as Petitioner has provided no good cause showing 

justifying any such toll. The Board should exercise its discretion under Rule 2.127 and TBMP 

510.03(a) and reinstate the Board’s Original Order. 
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Should an additional hearing and/or briefing further addressing these issues be deemed 

prudent, Registrant would be happy to provide any additional briefing and to participate in an 

additional hearing with the Board. 

Respectfully submitted on December 22, 2015. 
 
       By:   /Nicholas D. Wells/  
        
       KIRTON MCCONKIE, PC 

1800 World Trade Center 
60 E. South Temple 

       Salt Lake City, Utah  84111 
       Tel: (801) 328-3600 
       Email: nwells@kmclaw.com 
        

Attorney for Registrant / Applicant  
JORDI NOGUES, S.L. 
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CERTIFICATE OF SERVICE 
 

I hereby certify that on this the 22nd day of December, 2015, I served a copy of the 

foregoing REGISTRANT / APPLICANT JORDI NOGUES, S.L.’SMOTION TO 

RECONSIDER AMENDED SUSPENSION ORDER on the attorney for Opposer, as 

designated below, by placing said copy in the United States Mail, first class, postage prepaid, 

with an advance copy via email, addressed as follows: 

Neil D. Greenstein 
NDG@TechMark.com     
Martin R. Greenstein 
MRG@TechMark.com 
Angelique M. Riordan 
AMR@TechMark.com  
Leah Z. Halpert 
LZH@TechMark.com  
TechMark a Law Corporation  
4820 Harwood Road, 2nd Floor 
San Jose, CA 95124-5237 

 
 

By:   /Nicholas D. Wells/  
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